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1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 C.D. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 8-17 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 
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Application Papers 
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DETAILED ACTION 

Claim Rejections - 35 USC §103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 8-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over Japanese 
Patent 3-41078 (JP '078). 

Regarding claims 8 and 9, JP '078 discloses a combined oil ring 4 and coil spring 5 
wherein the spring is made of shape memory alloy and expands when heated. The spring is 
made of wire. However, it is unclear if the wire has a rectangular cross-section. Using a 
rectangular wire is considered obvious. See In re Dailey 149 USPQ 47 (CCPA 1966). 
Therefore, it would have been obvious for one of ordinary skill in the art at the time the 
invention was made to use a wire with a rectangular cross-section. 

Regarding claims 12-14, JP '078 does not appear to disclose the width of the oil ring. 
And, regarding claims 10, 1 1 and 15-17, JP '078 does not appear to disclose the ratio of the 
wire's thickness and width. It is not considered inventive to discover the workable or optimum 
ranges by routine experimentation absent the showing of criticality for such ranges. See In re 
Aller, 105 USPQ 233, 235 (CCPA 1955). Therefore, it would have been obvious for one of 
ordinary skill in the art at the time the invention was made to make the oil ring with the required 
width and the wire with the required ratio. 
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3. Claims 8-17 are rejected under 35 U.S.C. 103(a) as being obvious over Masuyama 
(6,860,485). 

The applied reference has a common inventor with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art only under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 103(a) might be overcome by: (1) a showing under 37 
CFR 1.132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not an invention "by another"; (2) a showing of a date of 
invention for the claimed subject matter of the application which corresponds to subject matter 
disclosed but not claimed in the reference, prior to the effective U.S. filing date of the reference 
under 37 CFR 1.131; or (3) an oath or declaration under 37 CFR 1.130 stating that the 
application and reference are currently owned by the same party and that the inventor named in 
the application is the prior inventor under 35 U.S.C. 104, together with a terminal disclaimer in 
accordance with 37 CFR 1.321(c). This rejection might also be overcome by showing that the 
reference is disqualified under 35 U.S.C. 103(c) as prior art in a rejection under 35 U.S.C. 
103(a). See MPEP § 706.02(1)(1) and § 706.02(1)(2). 

Masuyama discloses an oil ring 1 1 and coil spring 21 or 22 wherein the spring is made of 
shape memory alloy and expands when heated. The spring is made of wire. However, it is 
unclear if the wire has a rectangular cross-section. Using a rectangular wire is considered 
obvious. See In re Dailey 149 USPQ 47 (CCPA 1966). Therefore, it would have been obvious 
for one of ordinary skill in the art at the time the invention was made to use a wire with a 
rectangular cross-section. 
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Regarding claims 12-14, Masuyama does not appear to disclose the width of the oil ring. 
And, regarding claims 10, 1 1 and 15-17, Masuyama does not appear to disclose the ratio of the 
wire's thickness and width. It is not considered inventive to discover the workable or optimum 
ranges by routine experimentation absent the showing of criticality for such ranges. See In re 
Aller, 105 USPQ 233, 235 (CCPA 1955). Therefore, it would have been obvious for one of 
ordinary skill in the art at the time the invention was made to make the oil ring with the required 
width and the wire with the required ratio. 

Conclusion 

4. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Bush and Webert, for example, show that it's known to make a spring with a wire 
having a rectangular cross-section. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alison K. Pickard whose telephone number is 571-272-7062. 
The examiner can normally be reached on M-F (10-7:30), with alternate Friday's off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tricia Engle can be reached on 571-272-6660. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner 
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